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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, nfiay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to comnnunication(s) filed on 06 April 2005 . 
2a)|3 This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) 15, 16, 18,20-37 and 40-44 is/are pending in the application. 

4a) Of the above claim(s) 23-37.40-42 and 44 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 15, 16, 18. 20-22 and 43 \s/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required If the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(aHd) or(f). 
a)n All b)D Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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DETAILED ACTION 

Claims 15, 16, 18, 20-22 and 43 are under consideration in this application. 
Claims 23-37, 40-42 and 44 remain held withdrawn from consideration as being drawn to 
nonelected subject matter 37 CFR 1.142(b). 

Election/Restriction 
The requirement is still deemed proper and is therefore made FINAL. 
This appUcation contains claims 23-37, 40-42 and 44 drawn to an invention nonelected 
with traverse in the reply filed October 13, 2004. A complete reply to the final rejection must 
include cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 
§ 821.01. 

Claim Rejections - 35 USC ^102 

Applicants' amendments to the claims overcomes the 102 rejection. 

Claim Rejections - 35 USC 3103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained tliough the invention is not identically disclosed or described as set fortli 
in section 102 of this tide, if the differences between the subject matter sought to be patented and tlie prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 15, 16, 18, 20-22 and 43 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combined teachings of Kadaba I-III for the reasons set forth in the 
previous Office action. 
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As discussed supra, Kadaba I-in disclose the instant compounds having the same use. 
It is believed that one having ordinary skill in the art would have found the claimed compositions 
containing the instant compounds prima facie obvious, since they are generically embraced by 
the disclosed formula; In re Susi, 440 F.2d 442, 169 USPQ 423 (CCPA 1971). See also In re 
Malagari, 499 F.2 1297, 182 USPQ 549 (CCPA 1974); In re Lemin, 332 F.2d 839, 141 USPQ 
814 (CCPA 1964); In re Rosicky, 276 F.2d 656, 125 USPQ 341 (CCPA 1960), The requisite 
motivation for arriving at the claimed compounds stems from the fact that they fall within the 
generic class of compounds disclosed by the references. Accordingly, one having ordinary skill 
in the art would have been motivated to prepare any of the compounds embraced by the 
disclosed generic formula, including those encompassed by the claims, with the expectation that 
each of them would be suitable as pharmaceutical agents. 

Applicants appear to argue that one having ordinary skill in the art would not have been 
motivated to produce the compounds encompassed by the claims. The motivation is not abstract 
but is always related to the properties or uses that one having ordinary skill in the art would have 
expected the resuhing compound to exhibit. In situations involving chemical compounds 
bearing a close structural similarity, the requisite motivation stems from the expectation that 
compounds exhibiting closely similar structures will exhibit similar properties. In the situation 
here, one would not have to modify the disclosure of the references, but merely employ 
■ , compounds that are generically embraced in a narrow manner by the disclosed formulas of the 
references. As previously discussed, the requisite motivation for producing the claimed 
compounds stems from the fact that they are generically disclosed. Therefore, one having 
. ordinary skill in the art w ould have found it prima facie obvious tojselect any on the compounds 
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embraced by the generic formula, including those of the claims, with the expectation that each of 

them can be used as a pharmaceutical agent. 

Further, the references teach the compounds now excluded by proviso herein. 

The prior art compounds differs from the compound claimed herein as a halogen analog, a 

positional isomer and alkyl homolog of the claimed species. For example, the 4-Cl-phenyl 

compound of Kadaba et al. I is just an halogen analog of the instant compounds or the 3-Cl 

phenyl is just a position. Moreover, the 4-CH3 and 4-OCH3 phenyl compounds of the prior art are 

just alkyl homologs of applicants 4-ethyl or 4-Oethyl compounds. One having ordinary skill in 

the art would have been motivated by the disclosure of the prior art compounds to arrive at other 

compounds within the claimed genus. The motivation to make these compounds is their close 

structural similarities to the disclosed compound. Note that the disclosed compound has 

activity, thus the skilled artisan would expect such structurally similar compounds to possess 

similar properties. While homology is considered to be present even if true "homology" is not 

present, such does not defeat the prima facie case of obviousness raised by the art. Attention, in 

this regard is directed to In re Druey et al., 50 CCPA 1538, 319 F.2d 237, 138 USPQ 39, wherein 

Judge Worley, delivering the Court's opinion, stated: 

"We need not decide here whether the compounds in question are properly labeled 
homologues. It appears to us from the authorities cited by the solicitor and appellants 

that the term homologue is used by chemists at times in a broad sense, and at other times 

in 

a narrow or strict sense. The name used to designate the relationship between the related 
compound is not necessarily controlling; it is the closeness of that relationship which is 
indicative of the obviousness or unobviousness of the new compound." 50 CCPA 1 541 . 

Also, as the Court stated in In re Payne et al., 606 F.2d 302, 203 USPQ 245 at 255 

~"(GGP^l~979)f ■ - 

"the name used to designate the relationship between related compounds is not 



Application/Control Number: 10/679,420 
Art Unit: 1625 



Page 5 



necessarily controlling; it is the closeness of that relationship which is indicative 
of the obviousness or unobviousness of the new compound." 

In addition, any question of why would one conceive and use the similar compounds (i.e. 
"motivation") is answered by the Court in In re Gyurik et al., 596 F.2d 1012, 201 USPQ 552 at 

557, 

"In obviousness rejections based in close similarity in chemical structure, the 
necessary motivation to make a claimed compound, and thus the prima facie case 
of obviousness, rises from the expectation that compounds similar in structure 
will have similar properties " 

Applicants' arguments does not take the place of objective evidence establishing any 
unbvious properties of the claimed compounds vis-a-vis the prior art compounds. Applicants do 
not point to any objective evidence which demonstrates that the claimed compounds as a class 
exhibit any properties which are actually different from the closest prior compounds embraced 
by Muller et al. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 1977); In re Hoch, 428 F.2d 
1341, 166 USPQ 406 (CCPA 1970). 

Claim Rejections - 35 USC ^ 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claim 43 is rejected under 35 U.S. C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
the invention. 

Again, the expression "or aminoalkylpyridine" in claim 43 appears to be superfluous. 
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Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1. 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 15, 16, 20-22 and 43 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-9 of U.S. Patent No. 
4,820,721 for the reasons set forth in the previous Office action. Although the conflicting claims 
are not identical, they are not patentably distinct from each other the corresponding position 
isomers and halogen analogs are disclosed therein. 

Contra to applicants' arguments in the instant response, a compound need not be a 
homolo g or position isomer of a prior art compound in order to be susceptible to a re j ectio n 



Application/Control Number: 10/679,420 Page 7 

Art Unit: 1625 

based on structural obviousness. The name used to designate the structural relationship between 

compounds is not contolling, it is the closeness of that relationship. In re Payne et al. (CCPA 
1979) 606 F2d 303, 203 USPQ 245. 

Conclusion 

Claims 15, 16, 18, 20-22 and 43 are not allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Morris whose telephone number is (571) 272-0688. 
The examiner can normally be reached on Mondays through Fridays. 

The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 1 7-9 1 97 (toll-free). ^ 
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May 24 2005 



